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* IN THE HIGH COURT OF DELHI AT NEW DELHI
+ CS(COMM) 567/2021 & I.A. 2117/2023

NOVATEUR ELECTRICAL & DIGITAL SYSTEMS PVT

LT Plaintiff
Through:  Mr. Hemant Singh, Ms. Mamta
Jha, Mr. Shakti P. Nair and Ms. Pragya Jain,
Advs.

VErsus

V-GUARD INDUSTRIESLTD ... Defendant
Through:  Mr. Sachin Gupta, Mr. Manan
Mandal, Ms. Yashi Agrawal, Mr. Rohit
Pradhan and Ms. Swati Meena, Advs.

CORAM:
HON'BLE MR. JUSTICE C. HARI SHANKAR
JUDGMENT (ORAL)
% 08.02.2023

CC(Comm) 2/2022

1. By this order, | proceed to decide the preliminary objection
advanced by Mr. Hemant Singh, learned Counsel for the plaintiff to
the maintainability of CC (Comm) 2/2022, which is the counter claim
filed by the defendant in the present suit.

2. The present suit [CS(COMM) 567/2021] alleges piracy, by the
defendant, of the designs registered in favour of the plaintiff vide
Registration Nos. 296178, 296179 and 296180 (“the suit designs”)
and seeks reliefs of injunction against the plaintiff from directly or
indirectly dealing in the switch plates manufactured by the plaintiff,

which allegedly infringe the suit designs.

Notveiged  Among the defences taken in the written statement filed by the
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defendants, to the plaint, is the plea that the suit designs are invalid on

the ground of prior publication.

4. During the pendency of these proceedings, the defendant has
filed the present counter claim CC (Comm) 2/2022, seeking
cancellation, and expunction from the Register of Designs, of the suit
designs 296178, 296179 and 296180. The defendant has also filed,
with the counter claim, an application under Order XXXIX Rules 1
and 2 of the Code of Civil Procedure, 1908 (CPC), seeking stay of

operation and effect of the suit designs.

5. Mr. Hemant Singh, learned Counsel for the plaintiff, has
objected to the counter claim filed by the defendant. He submits hat it
IS not maintainable. Though Mr. Sachin Gupta, learned Counsel for
the defendant, points out that notice already stands issued on the
counter claim and pleadings completed therein, there can be no
gainsaying that an objection regarding maintainability can be raised at
any stage, including appeal, as it goes to the very root of the

proceedings and the jurisdiction of the court to entertain the matter.

6. I am not, therefore, inclined to foreclose the objection of Mr.
Hemant Singh merely on the ground that notice stands issued in the

counter claim and pleadings completed therein.

7. On the merits of his objection, Mr. Hemant Singh submits that,
there is no provision in the Designs Act which provides for filing of a
counter claim. That apart, he submits that the counter claim filed by
the defendant seeks revocation and cancellation of the suit design,

which, as per Section 19" of the Designs Act, has specifically to be
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raised only before the Controller of Designs. Mr. Hemant Singh
submits that Section 22(3)* of the Designs Act, no doubt, permits
other grounds on which cancellation of a registered designs may be
sought under Section 19(1), as a ground of defence to a plea of piracy.
That remedy, he submits, has already been availed by the defendant,
as the plea of invalidity of the suit designs has specifically been taken
in the written statement filed by it, and this Court would rule on the
issue while considering the merits of the pleas taken in the written
statement. Mr. Hemant Singh submits that the defendant cannot, in
view of Section 19, maintain a plea for revocation of the suit designs
before this Court even in the form of a counter claim. Any such plea,

he submits, has to be taken before the Controller of Designs.

8. Mr. Hemant Singh has placed reliance, in this context, on the
judgment of a Full Bench of this Court in Metro Plastic Industries
(Regd.) v. Galaxy Footwear New Delhi® and of the High Court of
Calcutta in Rotomac Pens Ltd. v. Milap Chand & Co.*. Mr. Hemant
Singh submits that, unlike the present 2000 Designs Act, the
predecessor statute i.e., Section 51A of the Designs Act, 1911 (“the
1911 Designs Act”), specifically provided for filing of a cancellation

petition before the High Court. In that statutory scenario, Mr. Hemant

1) Any person interested may present a petition for the cancellation of the registration of a
design at any time after the registration of the design, to the Controller on any of the following
grounds, namely:—

@) that the design has been previously registered in India; or
(b) that it has been published in India or in any other country prior to the date of
registration; or
(c) that the design is not a new or original design; or
(d) that the design is not registrable under this Act; or
(e) that it is not a design as defined under clause (d) of Section 2.
2) An appeal shall lie from any order of the Controller under this section to the High Court,

and the Controller may at any time refer any such petition to the High Court, and the High Court
shall decide any petition so referred.
222. Piracy of registered design. —
*kkkk
3) In any suit or any other proceeding for relief under sub-section (2), every ground on
which the registration of a design may be cancelled under Section 19 shall be available as a ground
of defence.

3 H .
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Singh submits that the High Court of Calcutta and the Full Bench of
this Court have ruled that, if cancellation of a registered design was to
be sought, it had to be sought by way of a cancellation petition under
Section 51A before the High Court, and not by way of a counter claim

in a suit for piracy instituted by the proprietor of the registered design.

Q. Mr. Hemant Singh submits that the statutory scheme stands
completely re-worked in the Designs Act 2000. The 1911 Act, he
points out, did not provide for grounds on which cancellation of a
registered design could be sought being permitted to be urged as
grounds of defence to a piracy suit. It was for this reason, he submits,
that the 1911 Act contained separate provisions enabling the person
seeking cancellation of a registered design to approach the High Court
with a plea of cancellation of a design. The 2000 Act, however,
provides, in Section 22(3), for every ground on which cancellation of
registered design could be sought under Section 19(1) to be urged as a
ground of defence in a piracy suit. It was for this reason, he submits,
that substantive petitions for cancellation of the registered design
have, consciously, been permitted to be filed only before the
Controller of Designs, by Section 19 of the 2000 Designs Act. This is
a conscious legislative dispensation which is different from the
dispensation which existed under the 1911 Act. The court, submits
Mr. Hemant Singh, is bound to respect the legislative dispensation and
cannot, therefore, usurp the jurisdiction of the Controller of Patents
and consider, on merits, a petition seeking cancellation of a registered

design.

10.  Mr. Sachin Gupta, learned Counsel for the defendant, submits,

per contra, that the issue is no longer res integra, as it stands

Not verig@ncluded by the judgment of a Bench of three Hon’ble Judges of the
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Supreme Court in S.D. Containers Indore v. Mold-Tek Packaging
Ltd.

11. I have perused the said decision.

12. Paras 2,3,4, 11, 13, 14, 18 and 19 of the said decision merit

reproduction, thus:

“2.  The plaintiff-respondent herein filed a suit for declaration
and permanent injunction to restrain the appellants from either
directly or indirectly copying, using or enabling others to use the
plaintiff's designs of container and lid registered under designs
Applications Nos. 299039 and 299041 respectively.

3. In the said suit, the appellant-defendant had filed a written
statement along with the counterclaim before the Commercial
Court, inter alia, seeking cancellation of the abovementioned
registered designs for the reason that the said designs were not new
or original and hence could not be registered in terms of Section
4(a) of the 2000 Act. The appellant also filed an application under
Section 22(4) read with Section 19(2) of the 2000 Act to transfer
the suit to the Madhya Pradesh High Court, Indore Bench. It is the
said application which was allowed by the learned District Judge
and the suit was thus transferred to the Calcutta High Court.

4. The said order passed by the Commercial Court was
challenged by the respondent-plaintiff before the Madhya Pradesh
High Court. The High Court examined the question as to whether
the proceedings of the said suit was liable to be transferred to the
High Court or if the Commercial Court at Indore was competent to
decide the matter. The High Court relied upon Godrej Sara Lee
Ltd. v. Reckitt Benckiser Australia Pty. Ltd®. to hold that the
legislature intended that an application for cancellation of
registration of designs would lie to the Controller exclusively
without the High Court having a parallel jurisdiction to entertain
such matter because the appeals from the order of the Controller lie
before the High Court. It was further held that the 2015 Act is a
special enactment having an overriding effect, save as otherwise
provided the provisions, by virtue of Section 21 of the said Act.

XXXXX
11. It is pertinent to mention that Section 7 of the 2015 Act

only deals with the situation where the High Courts have ordinary
original civil jurisdiction. There is no provision in the 2015 Act

! , 5(2021) 3 SCC 289
S'gnat“@c"i;\’er'é'%loz 2 SCC 535
gf’i  _
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either prohibiting or permitting the transfer of the proceedings
under the 2000 Act to the High Courts which do not have ordinary
original civil jurisdiction. Further, Section 21 of the 2015 Act gives
an overriding effect, only if the provisions of the Act have anything
inconsistent with any other law for the time being in force or any
instrument having effect by virtue of law other than this Act. Since
the 2015 Act has no provision either prohibiting or permitting the
transfer of proceedings under the 2000 Act, Section 21 of the 2015
Act cannot be said to be inconsistent with the provisions of the
2000 Act. It is only the inconsistent provisions of any other law
which will give way to the provisions of the 2015 Act. In terms of
Section 22(4) of the 2000 Act, the defendant has a right to seek
cancellation of the designs which necessarily mandates the courts
to transfer the suit. The transfer of suit is a ministerial act if there is
a prayer for cancellation of the registration. In fact, transfer of
proceedings from one Bench to the Commercial Division supports
the argument raised by the learned counsel for the appellant that if
a suit is to be transferred to Commercial Division of the High
Court having ordinary original civil jurisdiction, then the civil suit
in which there is plea to revoke the registered designs has to be
transferred to the High Court where there is no ordinary original
civil jurisdiction.

XXXXX

13. It was held that any application for cancellation of
registration under Section 19 could be filed only before the
Controller and not to the High Court. Therefore, in these
circumstances, it was held that the High Court would be entitled to
assume jurisdiction only in appeal. It was not a case of suit for
infringement in which the defendant has raised a plea of revocation
of registration which is required to be transferred to the High Court
in terms of Section 22(4) of the 2000 Act. Therefore, such
judgment has been wrongly relied upon by the High Court
assuming that the proceedings are before the Controller and that
the respondent-plaintiff had filed a suit for infringement wherein a
plea of revocation of registration was raised which was required to
be transferred to the High Court in terms of Section 22(4) of the
2000 Act.

XXXXX

14, Furthermore, in the 2000 Act, there are two options
available to seek revocation of registration. One of them is before
the Controller, appeal against which would lie before the High
Court. Second, in a suit for infringement in a proceeding before the
civil court on the basis of registration certificate, the defendant has
been given the right to seek revocation of registration. In that
eventuality, the suit is to be transferred to the High Court in terms
of sub-section (4) of Section 22 of the 2000 Act. Both are
independent provisions giving rise to different and distinct causes

Signatureil';Verified of action.
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XXXXX

18. To the same effect is a judgment of the Jammu and
Kashmir High Court in Escorts Construction Equipment
Ltd. v. Gautam Engg. Co.”, wherein it is held that once a defence
is taken for revocation of registration, then in terms of sub-section
(4) of Section 22 of the 2000 Act, the civil court has no power to
decide the revocation of the designs and it is only the High Court
which has to adjudicate upon the matter and decide as to whether
the designs is to be cancelled or not. It was held that the learned
trial court committed a legal error in not transferring the case to the
High Court.

19. The Bombay High Court in Whirlpool of India
Ltd. v. Videocon Industries Ltd.%, was dealing with a suit against
the defendant for infringement of the registered designs; passing
off; and the damages. The defendant never sought the cancellation
of the registration granted to the plaintiff but relied upon the
registration granted to it. In these circumstances, the High Court
held as under:

“19. In support of its contention that the defendant's registered
designs can only be challenged by proceedings under Section
19 of the Act before the Controller, the defendant would argue
that the availability of a remedy under Section 19 of the Act for
cancellation of a registered designs amounts to a negation and
exclusion of remedy under Section 22 of the Act. This is
plainly incorrect. Section 19 and Section 22 of the Act operate
independently in different circumstances. Section 19 of the Act
is invoked to seek cancellation of a registration of a designs.
Section 22 of the Act is invoked where a registered designs of a
proprietor is infringed by any person and the registered
proprietor seeks reliefs in the form of damages, injunction, etc.
against the infringer. Such relief can be sought even against a
registered proprietor of a designs by questioning his
registration. The defendant too can submit that the plaintiff is
not entitled to any relief in terms of damages, injunction, etc.
by questioning the registration of the plaintiff's on grounds
available under Section 19 of the Act for cancellation of a
registration. Again, Section 19 entitles a party to move the
Controller for cancellation of a designs even where the
registered proprietor is not using the designs. Section 19,
therefore, affords a cause of action where a mere registration is
considered objectionable and a mere factum of registration
affords a cause of action. In marked contrast, Section 22 of the
Act affords a cause of action only where a registered designs is
being applied or caused to be applied to any article for the
purposes of sale or in relation to or in connection with such
sale. Consequently, if a registered proprietor does not apply his
designs to an article for sale or in connection with such sale,

R 2010 J&K 13
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another registered proprietor cannot have recourse to Section
22 of the Act. The remedy under Section 22 of the Act is only
available where the impugned designs is being used. A further
distinction between Sections 19 and 22 of the Act, as correctly
pointed out on behalf of the plaintiff is that while Section 19 is
applicable to “any person interested”, Section 22 is available
only to a small segment of such person viz. registered
proprietors. The remedy under Section 19 and the remedy
under Section 22 are, therefore, very different. They apply to
different persons in different circumstances and for different
reliefs.”

13.  The facts which obtained in S.D. Container® are identical to the

facts which obtain in the present case before this Court.

14. In that case, too, Mold-Tek Packaging Ltd. (“MTPL”
hereinafter), the respondent before the Supreme Court, instituted a
plaint against S D Containers Indore (“SDC” hereinafter) for a
restraint against SDC infringing MTPL’s registered design nos.
299039 and 299041. As in the present case, SDC, in its written
statement, urged invalidity of the suit designs as one of the grounds of
defence, under Section 22(3). Side by side, SDC also filed a
substantive counter claim, seeking cancellation of MTPL’s registered
design as suffering from want of novelty and originality and,
therefore, as being non-registerable under Section 4(a) of the
Designs Act and, consequently, liable for revocation/cancellation
under Section 19(1)(c) thereof. The suit of MTPL and, consequently,
the written statement and counter claim of SDC, were all filed before
the learned Commercial Court, as the High Court of Madhya Pradesh

does not exercise original civil jurisdiction.

15. SDC filed an application before the learned Commercial Court
for transfer of the suit instituted by MTPL against it to the High Court
of Madhya Pradesh. The learned Commercial Court allowed the
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application and transferred the suit instituted by MTPL against SDC to
the High Court.

16.  This order of the learned Commercial Court was challenged by
MTPL before the High Court. The High Court held, relying on the
decision of the Supreme Court in Godrej Sara Lee®, that the High
Court did not possess jurisdiction to entertain an application seeking
cancellation of a registered design, as Section 19 vested the said
jurisdiction exclusively in the Controller. It was held that the High
Court enjoyed only appellate jurisdiction in the matter, against the

decision of the learned Controller.

17.  Aggrieved by the decision of the High Court, SDC approached

the Supreme Court.

18.  Mr. Hemant Singh points out that the issue under consideration
before the Supreme Court was essentially whether the cancellation
petition filed by the SDC before the learned Commercial Court was
required to be transferred to the High Court or not. He submits that
the Supreme Court did not advert to, or examine, the issue of whether
the cancellation petition was maintainable at all in the first instance, in

view of Section 19 of Designs Act.

19.  On this issue, therefore, Mr. Hemant Singh would submit that

the decision in S.D. Containers’ appears sub silentio.

20. In my considered opinion, having gone through the decision in
S.D. Containers®, this argument is not available to Mr. Hemant Singh.

No doubt, the issue before the Supreme Court was whether the

Not veriGa@ncellation petition by SDC against MTPL before the learned
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Commercial Court was liable to be transferred to the High Court or
not. The ground on which the High Court held against SDC, as
delineated in para 4 of the report in S.D. Containers®, was, however,
precisely that an application for cancellation of a registered design did
not lie before the High Court, but lay exclusively before the Controller
of Designs and that the High Court could only exercise appellate

jurisdiction in that regard.

21. In para 11 of the report, the Supreme Court has clearly noted
the provision of Section 22(4), which empowers the defendant in a
suit to seek cancellation of a design, “necessarily mandates the court
to transfer the suit”. The reference to “suit” in this passage, clearly
refers to the cancellation proceedings instituted by the defendants

against the plaintiff.

22. If any doubt remained on that score, it stands cleared by paras
13, 14 and 18 of the report. In the said paragraphs, the Supreme Court
has noted, once again, the ground on which the High Court held
against SDC being that an application for cancellation and registration
of MTPL’s registered design would lie only before the Controller and
not before the High Court. This is the precise objection which Mr.
Hemant Singh has raised in the present case as well. The Supreme
Court notes that the High Court, having accepted the objection, held
that it could not consider a cancellation petition and could only
exercise appellate jurisdiction in that regard, against the decision
which the Controller would take under Section 19. The Supreme
Court has, however, disapproved of the view adopted by the High
Court and clearly held that, in the Designs Act, the defendant has two
separate independent options available to it. The right to seek

Not verifyocation of a registered design is independent of the right to raise
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invalidity of the registered design as a ground of defence in a piracy
proceeding. As the supreme Court holds, these are independent

provisions, giving rise to different and distinct cause of action.

23. The Supreme Court has also approved the view of the High
Court of Jammu and Kashmir in Escorts Constructions Equipment
Ltd.”, in which the High Court of Jammu and Kashmir held that once
revocation of the registration of the plaintiff’s design was taken as a
defence in a piracy suit, the High Court alone could decide on the
aspect of revocation in view of exclusive jurisdiction conferred by
Section 22(4) of the Designs Act.

24. Having so noted, it is not necessary for this Court to delve too
deep into the decision in S.D. Containers®. The fact of the matter
remains that, even in that case, SDC not only raised the ground of
invalidity of the suit design of MTPL as being devoid of novelty and
originality as one of the grounds of defence in its written statement,
but also filed a substantive counter claim before the Commercial
Court seeking cancellation of the registered design. The suit was
transferred to the High Court of Madras by the learned Commercial
Court. The order of transfer was set aside by the High Court on the
sole ground that an application for cancellation of the registered
design, which was filed by SDC as a counter claim in the suit
instituted by MTPL, would lie only before the Controller and that,
therefore, the High Court could not entertain such an

application/counter claim in the first instance.

25.  The Supreme Court has, in its decision, reversed the view of

the High Court and approved the decision of the learned Commercial
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«“20. In view of the above, the order of the Commercial Court at
the district level is in accordance with law.”

26.  The upshot of the decision of the Supreme Court was to affirm
the view of the Commercial Court to transfer, to the High Court, not
only the suit instituted by the MTPL against SDC, but also the counter
claim separately instituted by SDC against the MTPL. The ground
that a counter claim could not have instituted before the High Court,
as it lies only before the Controller under Section 19, which
constituted the basis of the impugned judgment of the High Court has,

therefore, effectively been reversed by the Supreme Court.

27. Thus, the position that emerges is that

0] the facts of the case before the Supreme Court in S.D.
Containers” are identical to the facts of the present case,

(i) the ground on which the High Court set aside the
decision of the Commercial Court to transfer the suit instituted by
MTPL against SDC before the learned Commercial Court, to the
High Court i.e., was the same as that which has been urged by
Mr. Hemant Singh before me in the present proceedings i.e., that
a substantive petition for cancellation of a registered design lies
only before the Controller of Designs under Section 19 and not
before the High Court and

(i)  the decision of the High Court stands conclusively
reversed by the Supreme Court, which has approved the view

taken by the learned Commercial Court.

28. In these circumstances, any hesitancy, on the part of this Court,

to follow the decision of the Supreme Court would amount to no less
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than an affront to Article 141 of the Constitution of India.

29. In that view of the matter, the issue in controversy being fully
covered by S.D. Containers®, the objection of Mr. Hemant Singh to
the maintainability of CC(Comm) 2/2022, instituted by the defendant

in the present suit, is rejected.

LA. 2117/2023

30. Issue notice, returnable on the date already fixed i.e., 1* March
2023.

31. Notice is accepted, on behalf of the plaintiff/non-applicant, by
Ms. Mamta Jha.

32. Reply, if any, be filed within two weeks with advance copy to
learned Counsel for the applicant/defendant who may file rejoinder

thereto, if any, before the next date of hearing.

33.  Judgment to be uploaded on the website of this Court within 24

hours.

C. HARI SHANKAR, J.
FEBRUARY 8, 2023
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